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REMARKS 



'llic I'inal Ofllcc Aciion, mailed December 14, 2005, considered and rejected claims 1-2) 
and 23-30. Clninis 2*V2S were rejected under 35 U.S.C. 102(c) as being unpatcmable by Yap cl 
al (t/.S. PniciU PubliciUion No. 2002/0040475). Claims 1-12, 16, 18-21, 23, 29-30 were rejected 
under 35 U.S-C 103(a) i^s being un|);aculable over Yap et al in view of Marsh et al (U.S. Patent 
No. 6,208,709), Cliiims 13-15 Mud 17 were rejected under 35 U.S.C. 103(a) as being 
unpalcnlablc over Y:\p ct al in view of Marsh in further vievv of Vallone el al (U.S. Patent No. 
6,642,039). ' 

Inilinlly, alihouiih the last action w;is a (inal office action, Applicant respectfully submits 
that this response should be eatorcd after final because it docs not introduce any new matter or 
issues Ibr consideration and because the Rinul rejection failed to establish a prima facie case of 
obviousness or aniicipaiion for rejecting the claims. 

Claims 1,18 and 24 are Ihti only indcpcEidcnt claims at issue. 

As previously discussed, Iho present invention is directed to embodiments for optimizing 
storage sjxice dinnigh the recording oF programming and the management of the recorded 
programming. 

Claim 1, for instance, recites a method for optimizing storage space thai includtsH 
receiving a user reijucsl to record a program. In response to the request, a tag is selectively 
assigned to (he program that is used to control the recording of Uio program, at least in pari. As 
further recited, the tag includes al least one of a guaranteed tag, an optional tag and a priority tag, 
each corresponding to different criteria for recording the prograjn. Thereafter, recording rules 
arc a|>plied to the tag to detcnnine whether the request to record will be fulfilled. If so, then the 
system is aolomatically programmed to record tlic program. 

Claim 24 is dircctcil to a corresponding recording and management system having means 
for implcmcnlint^ Ihe foregoi)ig melhod. 



Mllioiigli ihc prioi- an slalus and some ofthc a.^-scrlions made with regard to the clicd art is nol being challenged ul 
this tin-ii;, innsiiiuch as it is not necessary roUowmt* ihc amcndnienls and remarks made herein, whicti diaiingtiish ihe 
claiin-i \wti\ the iHi of ri-cord» Applicnms reserve the riglil lo challenge Uie prior art stnlus and assertions made with 
10(5:11*1 To Ihu* cii:*(l aji, well as any oHleia) notice, which was taken in the hist office acuon, at any appropriate lime 
ia I lie fatur<,% shouhl the lured nri-se, ^ticl* a% for e^nmpk in a subsequent amendmeut or during prosecution of a 
rehiied Ji[ipIiLaiit>ii. Accordingly, Applicants* decision nol to respond to any pajliciilar asscriions or rejections in 
this paper shiiultl not he coa'^irited as AppUcanx acquiescing to said assertioru or rejections. 
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I hc UiSl independent cl:>ini, claim 18, recites a method thai includes selectively assigning 
vi tnji to a recorded program to identify a priority for maintaining the recorded program on the 
stornjic device* As fmilier recited, the lag changes iifler the program is viewed. It la also 
determined whether the rccor<lcd program is a partially recorded program. Then, storage rules 
are iipplied to dctennino whether to delete the recorded program, wherein it is detemnned to 
delete the i^rogram when the program is partially recorded or whcn.tlic priority of the first l;ig 
changes. 

Claim 24 wns rejected inuler §102 as Iseing anticipated by Yap, v/herea.s claims 1 and 18 
were rejected for obviousness. In view of these rejections, claim 24 and the anticipation 
rejections will Ije addressed first. 

Before addressing the merits of the rejection to claim 24, Applicant rtsspcctfiilly notes that 
ii claim is aniicipated under 35 U.S.C, § 102 (e) only if each and every element as set foilh in tiic 
claim is found, cither expressly or inherently described, in a single prior art reference. Funhei*, the 
idonlical invention must bo shown in as coinplclc detail as is contained in the claim. See Manual of 
Vi\\cui Fxamining Procedure C'M.P.U.P/') § 2131. 

In view of the ajiticipation rcjcctiou requirements, Applicant respectfully submits that the 
}?xfiminer has failed to establish a prima facie case of anticipation because Yap fails to contain 
eiu:ii and every clement as set forth in the claims (expressly or inherently) in as complete detail 
as conlaincd in the claim. For example, Yap fails to teach, among other things, (1) that alter a 
re(iiie$t is received by a viewer to record a program that a tag is selectively assigned to iho 
prOgmm to control rccortling of Ihc program, wherein the tag is one of a guaranteed tag, an 
opiional lag or a pri<nity tag, c^'\ch coiTcsponding to different criteria for recording the program, 
or that (2) recording rules arc applied to the lag to deteiTiiino whether the request to record Ihc 
proi^nam is to be fulfilled, as recited in combination with the other recited claim elements. 

In fact, in rejecting a ditjcrcnt claim (claim 1), Ihe Examiner actually acknowledges that 
Yitp 'Tails to dificlosc the first tag is used by the system to control, at least in pari, recording of 
said first program, ?:aid fiist tag inchiding at least one of a guaranteed tag, an optional tug or a 
priority tag, each oftho guaranice<l, optional and priority tags corresponding to different criteria 
for ivcording said program." in view of this acknowledgement, claim 24 cannot bo found to be 
anlicipated by Yap liccausc claim 24 requires this clement that is admittedly not found in Yap. 
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In icjccling chiini 24. the Examiner ciies to Figure 3, step 310, as fipparcntly 
corresponding lo the foregoing cUiim clement for sclcclivcly assigning a tag to control recording, 
coiriprisiiii; one or more of a guaranteed lag, optional tag and priority tag. However, this 
disclosure fails to teach or suggest that any lag is ever assigned upon receiving a recording 
requefil, as required. Jnstcad, tliis disclosure only teaches how lo search for programs by 
referencing tags that describe the content lhat is found within the corresponding programs. 

Yap also clearly fyils to disclose or suggest that recording niles are applied to the tags to 
dctcrruinc whether the i-cquesl to record is lo be fulfilled. The Examiner refers to Figure 3, step 
340 as pur]xuicdly teachuig Ihis clement. However, this disclosure merely corresponds to a 
decision *wheiher the consumer wants to add tracked information to n program selection.' 0[ 
[1 18]). The infoiniatiou thai can be added is content and selection criteria that was previously 
nelceied hy the viewer. ^Ifll?]). The cited disclosure fails to address the application of any 
recording rules to tags that conlrol recording, comprising one or more of a guaranteed lag, 
oplioniii tag and priority tag, which arc selectively assigned afler receiving a recording request, 

For at least the foregoing reasons. Applicant respectfully submits that the Exantincr has 
failed to establish a prima taeic case of anlicipation for rejecting claim 24 and such that tlie 
rejections lo claim 24 should be withdrawn. 

Chiim U was rejected for obviousness in view of Yap and a newly cited reference Marsh. 
Applicants rospcctfttlly submit, however, Uint the combination of Yap and Marsh fail to render 
claim 1 obvious. In pailicular, Yap and Marsh fail to disclose or suggest, among other things, 
Ihnt after a request is received by a viewer to record a program that a lag is selectively assigned 
to the program to control recording of the program, wherein the lag iisi one of a guaranteed lag, an 
optional lag or a priority tug, each corresponding to different criteria for recording the program, 

In fact, as mentioned above, Ihe ivxaminer acknowledges lhat Yap "fails to disclose the 
Ih'sl lag is used hy the system to control, at least in part» recording of said first program, said first 
lag including at Icnsi one of a guaranteed tag^ an optional lug or a priority tag, each of the 
guaranteed, optional and priority tags corresponding to different criteria for recording said 
lirogram.'* 

To coiiipcnsale for the failings of Yap, the Examiner has relied on Marsh. Tl is unclear^ 
however, what disclosure in Marsh the Examiner is relying on. The Examiner cites lo Col, 2, 
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ljnt\s 5 I-, However, C'ol, 2 fails to m^ike any mention oflhc referenced priorities described by the 
Examiner. 

VVliitc Marsh is tjcncmlly directed lo methods for recording program-delayed events und 
for accommodritiny changes in IPG data to Lidjust or change the recording schcdulc^ Marsh fiiils 
U> disclose or suggest tlval nftcr a request is received by a viewer to record a program that a tag is 
sclcclivoly assigned to Ihe proginni to conlrol recording of the program, wherein the tug is one of 
a ii;iujranlccd lag, an opiional tag or a priority tag, cacli corresponding to different criteria for 
ri:cording the program, as required by the claims. 

Martsh docs talk about rc6;olving conflicts in columns 7 and 10. However, even these 
paKJiagcs fail to disclose lh:U a lag is selectively assigned to a program to control recording of the 
program, wherein the tag is one of a guaranteed tag, an optional tag or a priority lag, each 
coiTospomh'ng lo different criteria for recording the program. The Examiner suggests that Mai-^li 
teaches of guiirantcc ly[*»c recordings. However, based on our reading of Marsh it only appears 
that a recording is guaranlccU if there arc no conflicts, by dcHiuli, or that if a conflict arises, 

cither the user cancels a prior recording instruction, aborts the recording, or a recording that is 

fiinhcsl out hi time will be deleted. (Col 7, 11. 9-33 and Col. 1 0, 11. 10-34). 

For at least the foregoing reasons, Applicant respectfully submits lhat the Examiner has 

failed to cslablish a prima facie case of obviousness for rejecting claim 1 and such that the 

rejections (0 claim I should he withdrawn. 

The last independent claim 18 was also rejected for obviousness. However, it is not 

entirely clear wliat the rejection to chiim 1 8 is. The reason for lliis is because the Office Action 

states on page 5 that claim 18 is being rejected iji view of a combination of Yap and Marsh. 

However* in the detailed description of tlie rejection, Vallbne is the only art referenced in the 

tcjccHon, 

Jn view of the detailed description of the rejection to claim 18, found on pages 1 1 and 12, 
Applicanl rcspcclfuHy submits lhat Vallone fails to teach or suggest the claimed invention. For 
example, among otiier things Vallone fails to teach or suggest (1) that a tag is selectively 
assigned to a recorded prugrani to identify priorities for maintaining the recording and wherein 
Ihe priorily chanjios after the recorded program is viewed. 



' Col. 3, 11. 20.2.^ and 52^59. 
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With rctjard lo Llic clement Jbr assigning a lag in which the priority ^'chungc^; adcr the 
fifst recorded program is viewed on ihe system*', the Rxaniincr rcrers to Figure 17, elemcnl 1 704 
and the dcscriplion in Col. 15, \l 33-67 mid Col. 16, 11. 1-50. 1'his disclosure, however, merely 
rcrcts to a Uf graphical indication (yellow dot) that indicates that a program will be delcied 
within a shorlir timo than about 24 hours. (Col. 15, Ih 59-63). Tlierc is nothing to suggest that 
I ho priority of an a.SKigiicd tag chanycs after a program is watched. 

As previously discussed, Vallonc also Auls to disclose or suggest, among other things, 
that a lag assigned to a program is changed afler the program is recorded or that a determination 
is luiulo whether n program is only paitially recorded, as claimed. Vallonc also faiLs to disclose 
or i^uggcst a method in which it is detcniiincd that a recorded program should be deleted when 
the program is only parlially recorded or when the priority of the first tag changes. The 
rvx:^mincr has rcfcrenecd Col 15, IL 60-67, However, this disclosure merely indicates Uiat 
ilifforcnl Ul icons can rctlcct to the user which programs are going to be deleted. 

In view of the foregoing, the rejections of record are now moot, such that it is not 
necessary to addrcsn each of the other assertions of record in the last response. Ncvcrlhelcss, 
Applicants rcsei^^c the riglH lo challenge any of said assertions in the future. Accordingly, 
jillhotigh the foregoing remarks arc primarily directed to tlic independent claims, it will be 
apprcciatc<i Unit the dcpcmleni claims should also be found allowable over the art of record for at 
least the snmc ren»5onK. Accordingly, it is not necessary to individually address the rejections to 
each of the dependent claims at this time. Nevertheless, a few of die dependent claims will be 
nildressed by the following remarks, as discussed during the interview, to oven further 
distinguish ihc clain\ed invention over the art of record. 

For example, the cited art also clearly fiiils to disclose or suggest methods, such as recited 
in claim 5, wherein the guaranteed tag causes space to be reserved in the recording medium at 
the time tlic request to record is made, as opposed to a time at which the program is broadc;isl. 
Ttic Hxamincr ciles to parngnjphs 116-118 and step 320. However, this disclosure docs not talk 
about rcsciA^ing space at all nnd step 320 corresponds lo allowing "Mhc user to manually input 
selection criteria."" 

Ar yel another nnji-limiting example, the cited art fails to address any embodiment in 
wiiich a bucket ilellning a liirjil of recording is established, such lis for an epivsode or a^ptialing 
i^how, nnd wherein upon determining the bucket size is exceeded that a program is recorded, us 
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Ty:c\iCi] in claim 23, In rejecting ihis claim the Examiner fails to even address the rccitcd claim 
clcmcnlii. (sec pngcs 1 3- 14 of the Ofllcc Action). 

In rejecting clainj 30, the Examiner also fiiils to provide ajiy rationale or supporl for the 
asscsnion thnt Yap teaches the chiinicd use of tlic priorily, optional and guarantee tags, (sec page 



l^or ?!t least tlic forcgoini^ reasons, ApplicaiUs respectfaUy submit that all of the rejections 
of record arc moot and tliat the pcndintj claims 1-21 and 23-29 arc in condition for prompt 
allowance. 

U\ 11)0 event that llie Examiner find.s rcmaimng impediment to a prompt allowance of this 
applicalion that miiy be clarified throiigli a telephone interview, the Examiner is requested io 
coiilacl the imdersii-'jicd attorney* 

Dated this U day of March, 2006. 



14). 



Respectfully submitted. 




RiCK D. NYDEGGHR 
Registration No, 28,651 
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Registration No. 44,803 
Attorney for Applicant 
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